* I N THE HI GH COURT OF DELHI

% Judgment Rdd4B ol e202dH
Judgment prol®Oecn od@2 6 n

+ CS(COMM) 1050/2018, I.A. 10101/2018, 1.A. 3639/2020,
[.LA. 14222/2021, |.A. 14475/2021 & I.A. 15514/2021

ALKEM LABORATORIES LTD. ... Plaintiff

Through: Mr. Rajiv Nayar, Senior Advocate and
Mr. Sandeep Sethi, Senior Advocate
with Mr. Sagar Chandra, Ms. Ishani
Chandra, Ms.  Srijan  Uppal,
Ms. Mehek Dua, Ms. K. Natasha,
Ms. Aparna Tripathy, Mr. Subhadeep
Das, Ms. Naman and Ms. Shreya,
Advocates.

versus

ALCHEM INTERNATIONAL PVT.LTD. ... Defendant
Through: Mr. Raj Shekhar Rao, Senior

Advocate with Ms. Sonam Gupta,
Mr. Saumay Kapoor, Mr. Shiva Pande,
Ms. Meherunissa Jaitley, Ms. Ritvika
Poswal and Mr. Sandeep Malik,
Advocates.

CORAM:

HON' BLE MR. JUSTICE AMI T BANSAL

JUDGMENT

AMI T BANSAL, J.

| LA, 101L0HEe20D8 der XXXI X Ril4222/ 326
under Order XXXI X BRod&I5N Aduiddd 2T, (@rP
XXXI X Rull)e 4, CPC

1. By way of the presentthaep adagpneindn
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applications

2. Ther esseunitt has been fil epder smaak
Il njunction restr aiinifnrgtnhgdr ea g c¢anifa & tk lol
pl aimas gfifnlgomg wi t h otsher ancill ar:
3. Along with the present suit, tr
Order XXXI X RuCed&iavmd Profthetdhesi en,a
‘CPC 3 eekxngamnteraidm i njuncti on, r
from using the mark ‘“ALCHEM’

4. This PLougsegd aln. A.rdeId DR O 1l &blelr8
wh ertehien dewas ddiihrbe antae dstt ait uvst thgas a e g ¢
the number of products being sold
5. |t iI's the plaintiff’s case tha
def endant changedgi vtimag tfraadegrcrad =
‘ALCHEM/ ALCHEnWa rickiisRpEs o duct s d rnpds eesxepnac
on-cemmer ces pl atform

6. Consequémet ay nt i ff fil edunameaot hCer
XXXl X Rule 1 aintle.R4222bh@DECP&Cber 2
s eelaidndg triedsqg eaeie st r a denfiennddrat@htlev e r t 1 s i
pr omott hieng u gmaertkAL CHE M/ AL CHEM \W\Ld rFiE
medi ums with/wrehowxt any suffix/

7. Thereafter, the defendant fil ed
4 ofCPtCh.ee. A5514/ 20Rdbdvembepb s2e0e2kli ng
of adhet eridmer ‘dlactteodb e3r0 201 8.

8. The parties were r efMaryr e2dd 2f2ar Hn
the mediation pro@esediertpfoedsiddri ridbat t
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November 2022.

9. Tlkcaptioned weplpetacatdandatry , " 20
Februar yApRriOR5'M&R5,2025Jadnd ,or0R5b
the judgment was reserved.

CASE SET UPPLIAN NTTHE

10. The case set up by the plaintif
10.The plaintiff, Al kem Laborat,ori
whi chi waer por aterdd amgag®d3 in the
manudeacand sale of prfAeewmbicealti padbd

10.T2h.pl ai nt i ff has a portfolio of

therapeutic segments, with 14 of i
I hndi a

10.Thd ap nsirfefige ptreomped et or bfhobeet
‘ALKEMBMNndas been using it continuous

naiter adelnhaerak i ous tr adegmaarkt ad giimns tfr
pl aifrotri ftfh ALK&Mke enparsdgldaphm hle pl a
ear ltiresdemagiks tbreatriiong 28 0 BB t he

‘* ALKEMEth ac k3Otcd ober 197 30 n éupnrdoepro sCel da
us ebdabs i s

10 .T™h el ai nti ff has a | arge market
i ndysotr yonly in | ndilas ubpuyud rfaa vseor ,nmeon
the plhastprfdvi ded i ts sla97e3s tfoi gtuhree
year -2200ilr6 paragraph T.HRe odn ntuhael ptluari
pl ai oomphoy t BO 2@dfaoor product eas &l
“ ALKBwW'tso t heRst.,8bribec bofr e s .
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10.The pl ai alt 4§ dhfv e htaesd hemmwvo rhoyt i iom
adverti sdAm&&EMraffdhhe -wieae gorr noureolt i o
expendftuhe plaintlieda@7 s5rpomo¢t9®daddt o
13 of thbBephmmamdti onabfepgkpendmpansg
for the2@dadrr pr odu ctthsea sALl KAE Miatsdoe rt h
t une 4@2f5 c®EH. e s

10.1énn and around the year 2005,, tnh
Al chetneartininonal, alLeong & g éhd n w heaacntguarb &

phar maceuti cal and allied product s
10.The plsdemt idfhdesisostti ce 'Dac embdrs
tdhe debshitihhgef entdoant ef ruais mghfma o kn
‘ALCHEMhe defendant respwindptdyt@at
Januar YAf 2redlcbe i vi ng trhees pdoenfseen d atnhte’ s
no infringing producftieratmertdire mar k
10.18n. Jul,y h@ 08 ai nti f fdelfeeanrdnaendt thi
expandi nguindeth adiemMaCGkEMpon this d
of market expansion, tbesPplhhyn2018

CASE SET UPWRNTTBEATEMENT

11.The case set up by the defendan
11.Tlh e defendant company, Al chem
i ncorporatedlitenghgegenn @dmM@WRipdiamdn
derived active ingredients and ayu
and nutraceutical i ndusAR) Moss t( hoefr
APsimanufeadty ut he d eeexepnodratnetd t o fTdree
def endamnst t'hBL OEAEM conneaftaorogns avw & .h
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11.The defendant cl ai‘msL GQbtoinlhraky ei.m d!
Def endant has ‘AdiCiHE&EMY 't deer mar kg i
combi nati on OAk alwoi Oisceradiad 5 . e .

11 .TBhhe defcomin@mithed sal e of itthe pmaa
“ALCHEM’ t h®29 8FEhaer annual sales fig
company for the -198&8Ganc¢c-PONRAOYEAERS ¢
aragraph 17 of Dbeument aey aoviade

o

nvoices from 1987 onwar d, e x phoarst

end i t®ed show t he defendmaarnkistpsusku
i nce 1986.

1. Mhe defendant <contends that It
oncurrently with QrheD3pl i haeddefn dal
ubmitted its firMarsRegil stcmay, oot o
radeéAaCHKEM under Cl ass 5.

11.T50. estidllsdmgth c onutsienhueo udsef endant
rel i atnrcedeomar k regi s‘tAlaGH®BWE's| dTolrea e
def endantALCHMtddr ksai d to be registe
(out of 102 applications filed). T

wu O = u T

(o d

applications in India over the yea
3, @mn3la9

SUBMI SSI ONS ON BEHALF OF THE PLAINTI FF

12 .Mr . Raji v NayaasppeSaerniinob on beha
has made the following submissions
12 .Thpl ai ntiff I's t he 'Al(LKEINsit ra@lt ato

phar ma peauwtdiuccdlsalps o ooesdALKEMK The
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pl aintiffmaakbKEWKd nt tehe year 1973,
adopted the mark ‘" ALCHEM’ i n the vy
12 . Theef endant’s contemporaneous UuUs
simil| ahAL thEM/ ALCHEfMorL I iFEent i cal pr
cause confusion and amounts to tra
12.The plhadtes édaaamdlesi st no'tDewce ndbae
200 the .defa&aadianiton to this, tshe

of opposBiDenerdmare™Wd010, 2Wparli,| 1801
15" June ReOflBre the Trade Marks Reg
applications f iHeendhed yptltdhieh e¢dnedfeunridaagr
acquiesce to the use amyt manmanmrk °
12 .TMh.ere i s no question of any acgq
on behaplfaiokFfuitffiee he suit 1 s not ba
cause of action iIis a recurring one
12 .TBhdefendant changed iotrdetr phes se
Court '6@ctda®éoOn 8, gi ving far gr e
‘ALCHEM/ ALCHEM niLtipiBbduct pad karmgliinme
adverti sements.

12.T6he def emdhadryt ewgpwand ngulAPI dr ug.
I mpugne'dALMGaHEM 6 huep 2y0e03rel e f endant en
asimilar chanmdl e¢gfl dthenrad €9 taasr ttehd

produegt $ndindy af-apdestihset cneocatsiece w
pl ainti ff

12.Despite pahseseoddery t3DIOxct Gbertth20:1

defendant has failed to comply wi:i
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the number befagplrgo dtulté s d enf etnhdiasa inr. e
application wunder Or der[ IX XA X114R47N !
seeking contempt acti onc amgmli m&rmheet
aforesdaiadc drecker ifs | paln diwrhg .c h

12 .TBhdefendant hasr & & & € dniad ckteit vi imtdi ee s
mar'KLCHEMmr dteor c otnhfeawosnes uimb desf enlkda st
starrtuendni ng new advertisements (
‘ALCHEMs pronouncetALKEMnhercaby ydaelc
creating confusion.

12.Ohsampl e products puoo H@Ndevde mibye |
202Hove t hat teéimp matAld dleaEbM/ |AsL CHEnNvVb rLd F
prominentl| ®¥0tllBah atbbleée spr e

12.11t0.i s contended that the aggre
online videos and medi‘AL CaHESM/ A €CrHliE
LI F&s a-adtoammrd mar k de fceomdia mtm st hient e
phainti ff’s goodwill and aggravat e
SUBMI SSI ONS ON_BEHDNEFENTFANTHE

13.Mr . Ra | Shek hGounBggearlSiemgonon b
defendant, has made: the foll owing
13 .Tlhp ai ntinddeéemar ksfrergmsh&gAlakEMar e
onl yohiplaeodpos edohtas ibse used

13.T”he plaintiff’s mark ‘' ALKEM h a
year 1982, when the defendant adop

i s evident from t"Nevgmiegmeh9 9 ap:e
Bombay Hi gAH kGoru rLta biomr avéat cesemPyYt ndl
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l PLR 1999 October 352. Il n the sai
that the plaintiff’s mark * ALKEM’
have acquired secondary meaning t
manufactured by the plaintiff.

13 . TBhdef emasnthbmemest an du g@edtnhceu r meetl
‘ALCHEMor over ®Bhnee d88&des

13.The suit is barrgadibiyt ilfifmist atoinogn
t o acqui esdecfeenncdea nitnh & hled €EKHEWh@ ai nt i
was awardef enfdanrmte si wsei mds sAbh&£Mdns r |
si Mo pldaee i ance on directories fr
meeti ngs andsicno r2200082g9 it rhceb mptiemiextpil fi fc
wai ted more thantBeuiytears before f
13.Toh@ ai senstifnagl @andleais &t nottoi cweh iicnh
defendant 'BPepluiaedg @&O0B0 Even after
pl ainti fémahbertt boranodv ewa iat edde cfaodre
to expandThespbasinness brought an
the plaintiff decided to expand it
of products iaseut hacdeteodhasat
13.Thedefendant denies anyeltiwkelni ha
“ALCHEM’ and the pl aisnhhd fdé feper noddaurkt!
are never reAleCHEMartko ibrny & hhda prpaer akre
only assaurscneal ddendtaibfedhosrs uimee st | fy
defendaoadusts by their generic or
13.Trheéef emddmrtr s a wide array of nu

phar maceuti cal product s t pladai nain d
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phar maceutical/ generic prepderfa&mnidar
Il nsists that mere phonetic si mfl a
t r adeamantilhgehft st h ea rpea rctoindfss ned t o spe
13.18. i s the def amdarmti 'nsoimd auan citdl $otn
at the def emsdantwsttahunoaa gnarad nt o t he
bearing the mamditn’' AleGHEMt aorMdadver

of the defendant’s product s.

ANAL YSANSOFI NDI NGS

14.ln the present case, ptlhma nt bemp e
def emdeeALKEmMIidAL CHEM s pecTthievreel yc an
di spute abowuwhetthwo fmat kd hart ea npdh ot nhe
fact has not evemwmubdeiarnd ndg stphuet ecdo ubrys
15. The plaintififncoompmparaythcadayge ar 109
name Abkdmaboratories’”alrdvhae heent
products usAhKBMha mark of | tnsartkr.a
To support | the @llaimtof fusempany |
bal asrhceeet s as wel | as sales figure
Year -1270,1 6s u p p@A t ar thiyf i cat e.

16. The plaintiff has various trade

‘" ALKEM'r oss vayyiodatsaicllasesfeswhi clh0O a |

of the plaint. The earol itenseti prl eay i Asst
with effectobeomodp?9dPposendbasi be us
17.The defendant company, Al chem

i ncorporated. The dbrtenyedmtsl dD@&Bma rs\e |
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and bulk drugs under the matrKhe A
defendant company filed various tr
“ALCHEMI f feelreesndges i nclwhi olgy Weémaes so
pl aimitlilfnfdl atdemar k registratfawnoban
defendant i n I ndia

18.From t henaff oatiistamnids evident t hat
adopter and wuser of ,ttthe pnlaaiknt IAfLKE
proprifet ‘ire mawh e‘r Rlalk E M’'thraesobteeefne mgd aal
any trademairk megpesdtr adfi aint s mar k
19.1 n drheel as wreiltdt eams dhkemi ssi ons
def edfddntowi ng def ences thav @ el evehrd ad

have been deail't with hereinafter

| . The pl ainti ff has acqui esced t
OALCHEMO6 and the sui't fil ed by th

del. ay

20 .1t has been argued on behalf of
def endandxihatveed ctooget her f&Bad Aaatven
aware of eachTothett se g g idteltf ieesn ddaenfte
reliance on trade jJournals and mac
o f the plaintiff as wel |l as the
togeBheger 6s Guibbd NOPDPAméRO dBaotment
Visitor fPg HKIEAHD ooofk V od euf neen dval o nolis

lParagraph 17 of the Written Statement filed on
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21.The defendant al so -maliblms t sc d rhrad
exchanged between the plaintiBniaialn
dat elddJulnse PODXW,Sf Vol udef dn diafctudhse nt
Accordingly, i1t is submitttehdeet @dada
operating under AbEGHEWIr psr atbel yame
22.0n behalf of the pl ai2na@5Sdee f eintd a
was only exporting API s/ Bul k dr uc¢
I'ts products in India before 2006
defendant .

23 . Merely thhpecausei ff and t he defen
di r e,ctiotr ycannotth abte tchoen sptlraviendt i f f we
asacompefTheodidesltiendy by thehdebendha
products of the plainti fTfthexneemnsd
t heext faom t he Buyer’'s Guide , Buy®ea
Guide 1%96, VPd wieef eindabugenntasf | ect
| i sting of the plaeptolildiiceawWd t he o

16. AlkemLaboratoriesLimited C-6/1,MIDC, Taloja Capsules

510,ShehNahar, Maharashtra, Teblets
Dr.E.MosesRoad, © Uqud -

Worll, BOMBAY-400018. Injection
Mr.B.N.Singh,Director 2 Liquid Injection
Tel:4937415/4937416 AtNaugamaOn DrySyrup
495278Y/4952T0 NHNo38, Blachm
Tix:011-76361 Ankleshwar-393010, GeneralCepsides
Fax:4932955 3 QUUARAT.

17. AkhemintemationalP.Ltd. 25/2,Main Extracts, Theiractive
201,Empire Plaza, Mehrauii MathuraRoed, Ingredients&
GurgaonRoad, Sultan Pur, Vill.: K=, Akalolds
NewDelhi-110030. Ballabgarh :

Mr.Raman Mehta,
VicePresident
Tel:011-6803500t0
011-6803504
- Fax:011-6801770/6802102/
6803504
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24.Similarly, merely bBeandaudbg dmeen
the representative of the plainti
defendant would also not i mply the
as a commpetthhetfompekes al -noaidlathetd sia® c
200Rg29 f Vol udnef eindiaftiudps nigg e b at t
defendant wpstoaddicttes dehld hleweopdl etlien t

vi ewedompeRBetbirnent| vy, the plainti
emai |
25.1t i s evident from the invoices

i nvoice inDlun gi(a0iORGg 061 2L,6 Vol ume |

documd@mtes i nvoi ces prior to that a

l ndi a.

26 . A | egal ndDecembdate@@005 was i ss

the defendant calling upon the de

‘ALCHEM The aforesaid notice wak

January 200r6epllynh et hdee ftaehni ddeorkt t he f

stand

I .The defemgagnadniusfnract ure of “al ka
and on tthhaet dbediseichsddat i v eAL GQHEeM' n
Therefor e, AlaGroBEpMbiowima.doef

I i Def endadsneten carrying out busi ne
Phar maceuti cal l ngredi ent s (AP

extracts for medi ci nal and cosm

CS(COMM) 1050/2018 PadedB3



27.There was a cl ear admiwas omotbyer
I n the business ofphmaa mafopeaotdiucca dsa na
ondeal i ngnutnr Adatst i cal s

28. The defendant submits that desi
from the defendant, refusing to ¢
desi st fromALEHEY ttthe mdrak nti ff fi
i n the year 2018, twelve (n1epl yeia
woul d anmuonudnute tdoel aywcasi eveddncaes on
plaintiff. The plaintiff waited fo
decided to f iTlhe rtelfe ripar,teesréinr nisngjaunn b
i n favour of the plaintiff.

29.Per gonttras contended on behalf
of theaAL@GHEMbYy the defendant was |
I nitiate | egal proceedings to rest
However, there was no acquiescence
fi vadinoews ces of opposition agai nst
filed by the def bMadRag Pedpr @68 6 5
Volume 111 of the plaintiffds docu
30.As per the plaintiff, It was on
| ar ge nauambpeeptriomdgu ct s 1 RL 8t haex pyaenasrit a2nC
activities that the plaintifnf 2Wd4SA
this regard, the plaintiff has pl
figures givent dbys haove tdhedate ntdhaenrte wa

and promotional activitiihnesrcanmoiuad
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31.The defence of delay in filing
the subject matter of cearhsi darpateina
as wel | as thbefGoert. pTdeaen tliotf arda
to discuss jswdnec ioafl dtaehaetshen gi twii ¢ 1t
acquiescence and del ay.

32.As far Dback asHiIlmdBuWs, t alhvitsevnlco oii sa
Stationary Protl989s PRC&s 6lkelAdhrt hat
cannot amount to acquiescence. The

an encouragement on ©part asf utslee o
I mpugneldn onradekin@ar el alches may be r el e
the cldammges and r enHbiwteivikeare, mif n ga cicr
t hient er estp wldt hgeeth eiredtl eorfi m sihno oubntc t 1 «
refused merely on the groilhnhd o0él @

observations of t he Court are set

i3 1l .t woul d appear to me that t her e
user by the defendant t hen i nordinat
t

[

[

he claim of damages or rendition o
njunction should not be refused. T
ntteres the gener al publ i c, which i
cas

es, which halsn ttohd ec k@ tofi ni Mmo mdli.
or | aches, as distinguished from t he
main prejudice which may be caused
reason of the plaintiff not acting
e
r

def endant has been able to establis
i nfringlmgrdiam&t e del ay or | aches ma
the plaintiff may not be aware of
defendant of the plaintiff may consi
defendaaot Bei ng serious enough to h
busi Nhesserthel ess, i f the Court <comes:s
who may be misled into buyving the g
def eandad hinking them to be the goods
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i nNjunction must be issued. The Court
allow some time to the defendant to
but an injunction should not be deni
* * *
37. There is no force in the afores
counsel for Ake hasf eanldraemd &y been |
acgui escence means something more t|
part of the plaintiffs. Acguiescence
part of the pl aiTrhteirfef sthm utl de bdkee fae md a
bel i ef by the defendant that there
using iInhstmer bresent case the plaint
by applying to the Reqgistrar of Copy
reqgistration which had .Henent hger ant ed
application for cancellation it has
plaintiffs that the use of the infri
the businessltofi & hter pd atimdti fi®e.speci
sent to the defendant asking the de:
and |t i s further correct t hat n o
i mmedi ately fichedn Sagh dnesentitle t
for the award daoift idemmagfe sswal uretns , b
i naction does not show any consent ¢
of the plaintiff to the defendant's
act has been done by the plaintiffs
amount t o encouraging the edefendant

i nf r imagrikh g

[ Emphasis suppliec

33. The ambi't of defence of acqui e

Supr eme

Supr eme

POomerrt Ciomt r 9.1 SAuwnpd a ta ((IMBEsh)i n
CouTheChaneksvddB. observatio

bel ow:
N2&Acqgui escence i s sitting by, when
ri ghts and spendi ng money on it . |
i nconsi stent with the claim for excl
trade name et c. | t i mplies positive
i nhactuichn as i s i nvlionl viedar cionurlt a cvh.e sWh i
CS(COMM) 1050/2018 Padeéen 83



[ (1860) 28 Beav 303 54 ER 382] Sr
I mportant to distinguish mere negl:.

Therefore, acquiescence is one facet
by knowingly and | et the defendants
unt il it had become necessary to cru
be stopped by their acquiescence. |
i nfringement amounts to consent, it
was |l aid down in Mouson (JDG.) & Co.
406lflhe acquiescence must be such as f
a |licence sufficient to create a ne\
| aid down in Rodgers v. Nowi | | [ ( 18/
KCH 4® 4]

[ Emphasi s suppl i ec

34.1l Mi das Hygi ewne Sluddhu,srt 2Bieast iSECC O
106, the Suprempuf@gmentsef abetd®iht

Court wthleeg elbyye |l i efi npuncitnitoer i mas

pl aintifobhreésvpogdenmind oD va csqg uohne kBdee
that the dexpgnseoenl oedddf@ebhdammels]

While reversing the jud&&mpnemef Cot

held that mere delay in bringing &

Il nj unTchte orne.l evant observations of
n5. The | aw on the subject is well s
either of trade mark or of copyright
foll ow. Mere delay in bringing acti
grant of i njunction i n isonchalcsas es.
becomes necessary if it prima facie
the mark was itself dishonest. o

35.Relyi ngoweronContr dlsufampl) dasc ély g
(suprhae) Di vi si on BeMtclha so fCytchliess v oHu
Atl as Prod2c0d €L Ondi meilDelr alt 0c&d8

t hatacfqari eshenee must be a positiv
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pl ai nthOifvfi.s i ToanmpBheanscihz e ¢r it meif Bk dalivd teid

tdrademhatt order to obviate any

confusion there must be only ome

res
rat

r el

pect of .gihmi Davipgi oviein®@t® s o hatt @ |t $ha

I Mi doaafs H(ygu mprha)l | apply to Thad
evant observations: of the Court
2 7Cont r Rraynd € 0 , t he Defendant/ Respon
contractual right to sell cycles usi
i ndirectly. Of course, the trial Jud
deci sion on this question, and Wand
commanus, not to interfere with the
The conclusion that must be drawn fr
and anal ysis above i s t hat whi |l e e
Court's endeavour mu s t b e t o re mov
deceptcioonnf usri on so far as the custom
ot her words the jural approach must
only one mark, one source and one pr
product i s being offered for purcha:

case may arede cofntdamuf usi on shoul d be

28T.he conundrum so far as the use of

name i s concerned is sought to be
Single Judge onwards from paragraph
Even in respect of the trade name t
rami fnisc aotfi odel ay and acquiescence. H
of the consumer, epitomized by the p
one mark, one source Or one propriet
paramountcy, and hence di scretion
exerciseed Bhegleadmdge fails to do
the existence of any understanding
parties, but becaivaes.erof byacduiees c e
Defendant/ Respondent of O0Atl asd in i
year s. Here agaPhaitmtei tfaska®wfnoth bee
kept in peespethavet he Defendants st

of manufacture and sale of cycles on

CS(COMM) 1050/2018 PadebB3



Pl aintiffs i mmediately filed the Suli

Acqui escence, as we have already di s
positive action on the part of t he
February 2002 is taken as the focal

ritgh are kept in mind, we are of the
remains and the injunction must 1| ssL
This i s especially so since the | eal
in favour o f the Plaintiff on the

deddpn, and has accordingly injunct
using the trade mark O6Atl asbo. |t S €
doctrine applies both to trade marks
t hough S 0 far as t he | atter goes

Oinfringemeat 6t onytsense
[ Emphasis supplied

36.Relying upon Miheas] HIsgmaemd) n chu st .
Pendisluprlaohsadar Magyo Foundation for
and Rewed®@&rodihi satva Charjtab22 IJCQ s
De | 3241, that if the defendant, I
use of the mark by the plaintiff,
has to dda egvasnt eiserved that once
by the amldaidrtsipfiff e t hat t he idrepfuegnnde
mar k, t hen t heoafac guwine sbcee nrcee . pMadyap
(supma) been recentl y upmheltdc P iClolee
dealing with the aBipwicgi ahrfe | Ble rpash e s

NR28Re. plea of acquiescence

28. 1 The plea of acquiescence, as r a
to stdamd tdhre. first pl ace, Section 33
effect of acqui escence, appl i es onl

2Bodhisattva Charitable Trust v. Mayo ARDQuOSdat i on
COMM 73/ 2024
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asmuch as the appell ant does not h
cannot seek the benefit of Sectio

5

~—+

28E2en otherwise, the plea of acqui e
t hat the respondent had issued a <ce
appellant as far back as on 11 April
the said notice, continuetheyodusle th
so at theTheypywoamprot | seek to deri ve
suoasher having been put on notice by t
Equally, the respondent having put t
the infringing use, by it, of the MA
the appellants to ceaseheanndardke s iistt
cannot be said that the respondent I
mar k by the appell ants. One may r e
judgment o f t hePoSweprr e@rentCGoour tApipn i a
Sumeet Mac h%MWheisc hP vdte alltsd cvei. toh acqui es

[ Emphasilks supplie

37. 1l Adi dags KAs&ShaVulHs, i an24 SCC OnlLi
nott hgt the plaintiff had activel
appliscathenpl ea raised by the defe
by €d@r di nat e Boeunrcth. olfh et hriesl evant

judgment are set out bel ow:

n2 2 . The Pl aintiff has demonstrat e«
chall enging the Defendant s’ attempt
trademar Kk AADI DAS. 0 As detail ed i n
judgment , these oppositions form peé
actiongcttd hprigtegei ghts and prevent t|
a trademark that <closely resembles
established mar k.

23Lhe | egal doctrines of del ay, | ach

to prevent Plaintiff from asserting
del ayed taking action to the detri me
and | aches is an eqguitable defence
Plaintiff has delaved unreasonably,
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t he Defendant . However, t hese def en
exami nati on of t he Pl aintiff's cono

circumstances. To establish t hat d e
maintainability o f a_sui t | it mu st
Plaintifflwnpreasoasati nated in initi.:
t hereby causing demonstrable prejudi
case, rather t han del aving, t he Pl &
Defendant NoO. l1' s t rademar k appl i«
chall enged t heen rtehgeiys tbreactaimen awmr e of

Thi s negates the argument. of unr easo

24Acqui escence reqguires pr oof t hat

actions or i nacti on, has given the
assert their trademark rights, | eadi
t hat t he us e of t he Def endant ' s n
acqui eswencevaloid defence, t here mus
o f positive acts of encouragement k
silence orl mnabtsonase, the Plainti
|l egal actions to the Defendant No. 1
cl darck of acquiescence. Rather, the

active effort to protect their trad
opposed the Defendant's trademar k ap
redress promptly wupon discovering t

There is no evidence of positive en
the Plaintiff regarding the Defenda
continuous | egal efforts since t he
Plaintiff's commitment to protectin,
negahyg cl aims of del ayp, | aches, or a

[ Emphasis suppliec

38.The | egal whpirdmc e merg et h e afore

precedents can be summari zed as un

.I'n order aomwmguwioghssdadhreauee ehas to be
on behalf of the plaintiff. Mer

amourathtud escence
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I i Mere arllaigeheisl ing a suit canno
I nterim dasnjumicsi woul d be oppos:
publ ic

I 1 1IO0Once aanaleassest notice i s sent by
and/ or an opposition/rectificat
mar k, 1t cannot be said that th

I v.A person/ entity who Kk nmlwa ibretiinfgf
fulalwar@r iodr exihet eplcae aadndtf t ake
of acquiescence.

v. Toavoamly possibility ofideceppe
simil ar, ptrhoed uCcotusrt must oemmapkent
source and.one proprietor

39.Dr. Reddyo6s L atorRaetdodryi ePsh alrinmaicteeu

(2004) 29waBRT@ 4AcH5he whhdreendant eve

tr amchene “ Reddy Phar maceuti cal Li mit
with products similar to that of
bul k drugs. |t was only in the ye:

phar maceuti calr ptrhegRaendagt\K whnisc hu nrdees u
pl aintihfrif sue mgnmatgai nst the def en
40.1ln these factst Rodrdi madma tBemc:
i nterim injunction in favour of t|
rejecti ng atchgeu ideashcdennccaec bes r ai sTehde b
rel evant paragraphs are set out be

fl1lThe pleadings and the materi al on
t hat t he defendant al so has been f u
name NReddy Phar maceuti cal Limited?o

of business was never manufacturing

CS(COMM) 1050/2018 Pa@eb B3



preparlat iiosassshown on record that the
trader in bulk drugs and was acting

for the sale of bul k drugs. The def
drugs since 1997 not only from the
manuf aeset uvarles o and was supplying t he

phar maceuti cal companies and as such
sale of bulk drugs. The copies of ir
facie establish this fact. The defe

crede agent by the plaintiff on Apri
was entered bet weenfithemprnl ,t h2803

t herefor e, there was no problem bet
defendant but in August, 2003 the de
about 33 phar maceut i cal preparati on
names and started using the name Al
plainti ff a rude jolt inasmuch as in
bul Kk drugs and pharmaceutical prepar
Reddydso waass saicsg tait edt | ayn d identi fie
pl aicnampfdmyre i s nothing on record t
t o August, 2003 the defendant was &en
or sale of the pharmaceuti cal prepar

AReddwe. articles of association of
that one of the -obmpathy whsthe daf el
business of manufacture and trading
preparations and drugs does not adve
anganner asontresosHdowhat prior to A

defendant was not at all engaged in

or sale of pharmaceutical preparatio

drugs manufactured by-cotmpams .i ncl udi
X X X X X X X X X

l16.Learned counsel for the defendant

t hat the plaintiff i S not entitl ed

account of its acgquiescence and | ach

trade mark AReddgyompsny hes dafbem da retd
that since 1997 the plaintiff knew t
functioning under the trade name 0R;q
and to the contrary it kept on havi
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defendant and appointed him as a del

This plea of the defendant is al so |
reason that t i || August, 2003 there
bet ween the pl ai nctoinipfa nayn da ntdh ei nd ef faecntd
defendant was engaged in advancing a
of he pilcamimptainfyf by acting as its agent
drugs. The threat came in August, z
i ntroduced in the market its phar ma
t helry threatened t he business i nte
compdmy.s move of the defendant was r
it as it was not manufacturing pharm
but now it was trying to market the
manufactured by others under the t
pl aimmedifatiely raised objections, m ¢
when nothing came out tAe splUahnti ff
there was neither any acguiescence n
the pftBino object to the i mpugned ac
cannot be said that the plaintiff h
build a reputation or goodwi | in tr
phar maceut i cal preparations. Mor eov
mar ks vorr iggdhg s are not expected to ru
and thereby remain involved in |iti
business ti me. | f t he i mpugned infr
i nsignificant and IS not capabl e o
i nNteresay ovdérlyoonk and ignore petty
assume alarming proportions. | f a r
board of ATaj Hot el 0o, the owners of
t o swing into action and raise objec
t i 11 téneudemeoft ht hei r name starts ha
interests and starts misl|leading and

[ Emphasis suppliec

41 . A finabtpdemarentwa 9j patshda danfi or e s
vi gedgment !"Seapteedmblede s20aBning t he
usi ng t het riampeunganrekd/ tradelfhaanmd ea
acqgui ewsacseen ceechtielde observing that th
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concter mring an iad rlioomge mentt metp ar
same | ine of business.

42 .An appeal has beeanf oprrieesfaeyrdraehce ta dl
Septembef. 30180S) Nooe f 02r1e9 4t/ h2ed O3i v i
t hi s3 Covliristc Ist i IHo weevredi,ng.here is no
the judgment of the Single Bench.
43.The &madtesir caufmstthaen cpersesent <case
faobs ai Dirng Rieddy 6 s( sLuafbrolana ttohrei epsr e s
til|l b0620t0he deobehganmtawasng with bul
was suppl exmgiret ismgne t o various. ph
Only in the year 2066aiithshedudett €nid

whi ch was after the | egal notice \
2005.
44 Besides sending a | egal noti ce
plaintiff also filed various o0ppo:s
behalf of the defendant, the det ai
T q M Date ¢

r a e ar

_ | Applici{user CcClI Status
Applicati
and CI

— )

'ﬂ% 197998 Oppos es8iAmmi

C

aichem Class| 01 1098 2017 Bynti

809991

ALCHEM | 198007 Opposddparll
PHYTOCEUTI Cl ass ' ' by plaint

SReddy Phar maReuwtdiyc &l 4 KIF.A( OIS9r 188/ 201 3
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1569972

ALCHEM 11.11. Oppos8dbeme n
(Word MaClasses| 01. 04. 2010 by pl

1883082 29 and

Al chemPh 10.01. ProposO|0|005&5r3“Drme
3723490 Cl ass be us by plaint

45.The defendant in rempdgr tOGrderA. X
2A, ]JCPhCGas atseeldli eniunh go tdhreeuambles of pr od
by the defendant ffr(par ddircaph az2 2df
I . A. l47Fbomfpemniedal of the afores
number of new produtchdsefle@aidagt | & a
significant l eap in then®d@h3 20Q°
prodwWMctpeYy usals hoefetbsaloafnctene def enda
20106/ tol®OwABul d show that there h
advertisement and ngruag metdd ebhya htd liEek p
advertising and promoti on&l0 118&x paennc
201%Brvhi ch were Rellt7l3e o@a midel 1038 cr
respect) ump gld6 .t406 #&Rsrdo2REss.3 8 1 ar orhees
20107 nA0 1N espectively

46.This is illustrative of the facHt
I ts basdnlkeasnpghoadgre nZ2OVL 7 ,tahned p2ials8n t
compelol éice | pr ¢ sehhe spwasemi | €di i,n t
when the plaintiff was of the view
have expandetdhatnhrnasarhamnbeurnnitreegest b
pl aiannd fwoul d | i k etloymetfnass leieatrdn otulgdnr
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plaintiff may be aware of theadebé¢E
a scaldel dt hnaott iptos e a itnhtreefaets tt eo @ lheei
47 . There has been no positive act
way <condones the Tlkd adraistehies td enfoet
opposi tfiidred by othlree dpelfteinaddaendtd rsk a p
wer e s uwwfafrind inehet e f endant t hat t he

accept the wuser of t hHe noamp,u ginte dc amm

t hat the plaintiff sl ept over I ts
growth and expansion of its busi ne
48 . Ther e@afnorvda,ew of t he n dpmgi chuasy sfigadnie ea
def endfaaittioddes t ab |l i sahc g thieeostoed smayecaes «
deny the relief of interim injunct
' I .The defendant i s an honest and
49.1t Ii's submitted onhbeaaddoptiobnde!
nameLCHEMiosnaahddbkas nexus with thi
defendbttis furtiherhasulbmietnt a dh tbhiasst
over the years has built up goodw
turnoR€A70Crores in 2018

50.'t is contended on behalf of th
the defendant came into being, the
reputation in the market. ljmd d me rs1
dat e'dNov7e mber |, 1990 passed by the

pl aintiff’'Al loevm lkalwer Ali,oehees def en.
a different entity thand nt he edefaa dd
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whil e denying interim injunction i
Court made observati ALKEtIMhias wh dtel g
known i n India to have acquired a
51.l n response, It has been conter
adopafi omhe mar by AbEHHRET éorochaanmts | wiahs
def ewhahtways aware of the name an
they proceedede aind eardtoipdaala tnanmehe m
52.1't i's subeitéekedanbatby the def e
the Bombay High Court is misplace:
passed in favour of the plannth@d,

the defendant t herein was restrain

53.1't 1 s an admt hpelead nptoisfift iiosn tthhea tr
as wel |l as the rdAgKEMr anomof 3d hyg
Admittedly, wabBe i daebepdanated in th
selling iutss ngr adukecGisBMk t he yedhe

def emdmsantt pl eiatd evebats lmavtar e of t he pl
the MRAKIEM being used by atdloeot eldaitm
‘ALCHE®ven i nslt9Be vyaemar 1985dsitghe fpl
mar k et presence in India as 1is e
Certificate Al acedpgboedi riegemade exer
behalf of t h &r adiéafrekhedgainstt r@rc rseesasr c\hé
cl asnwaud d have tewleail retdi ftfthawas t h
proprietorAlOKEMMmeClmats ki s5 t he def en
t hehe natmgd aofimti dief anvwkaagihpee ar i ng
di r ecithoOr9i6e;s ntthief fplaanid t he def endant
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I n 2&0r0dmael | s wey et seentef ¢eheéamthai rytei
200Bheref ohe dcafnerodanctl ainnawhae ot
pl ai mxii sft’'esnce’ Al KEMe dntdeykp.l ai nt i f f
54 Admittedly, wadhsei dee f teArlalaHEdM ikn ‘' r e
of export of APIls and bul k tchreu gpd ati
had sent a | e'dhaelc enmnubteirc €2h0allebt elde 16 e f
ret aprladugcdesr t he | mpudned emait Kk ait n
ti me, there was no justification

that of #thmhel pddiaanundér .a Inears indoer
the defendant that i1t was not awar
the plaintiff had not acquired suf
the MmaKEMn 200€I1 earl vy, such wuser

considdeeraahddbonest.

55.Reliance placed bwfohesdigdemt a:
Bombay High Court in thEhelfaimd:i rd

saidg memutahe goodwil | tdred pi &P @® a tih o
oper ates @aadacnst t haperpel saeinntt ipfrfo ciene
56. The goodwill and reput atAiLKEMoif s

evident from the volume of sales
Il n the year 1982, when the defenda
company had substanti al sal esandr
advertisitnog telxep etnuisnees. off n R h ewdhpeend rat ki
defendanstaompdngelti hegplidaisntpirodule
to the tune of Rs. 14. 27 Crores a
Lakhs.
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57.The plaintiff has placed on rec
of its sales and advertising expen
I .C. A. certificate certifying the
the year 1Pg7 382t o Vb0 lLume [V of] pl e
i C. A. certificate certifying the
of the plaintiff c¢ompaFgy -84 @Imu me
'V of plaintiffds document s
I i iBal ance sheets f elr98t7h,e 1p9%8r9 ocadn dl 9
“*Sal es of MePd 8 4 i n
268p!| ulmé Ipl ainti]J]ffds document s

the volume of

Il vinvoices showing use of PtDHe Prga rlk
16VYpol Wmé pl ainti]j]ffds document s
58.1n | i gt sods gjh@an mybmaeif @] ecannoc
stated t hai aimbpa mhtof neanadabndtt e concur r

ot he mark .*" ALCHEM’

|l 1 1T he pl ainti ff ammach uf hebhdlred ehlddad

products and there Ii's no scope of
59.1t i's contended on behalf of t h
deal s wi/gha rgneanceeruitci c al prodwict Is-, n o

generic pAywdruwadiddibdsproducts of t
not sold by prescription, while th
drugs. Only recently, the plaintif
so as to enter the field occupied
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60.The aforesaid contention I S roe
submitting that the plaintiff and
61.1t i s stated that the plaintiff
(n@Pmescription drugs) since 1984.
plaintiff is not ®&ed&alangewinhhthusr
Bal ancdé oshedites per-1li987 ,1 917938 P DdBn7d6 alg$S
118, 189, 212 and 240, VY olwinnest hliecto

the plaintiff is .dealing with nutrtr
62.From the material on recordtf het
def endant are dealing with medici
woul d also include heal t hmisnueprpallesn

nutraceutiTbal t padduchannel s of the
t he def endfadmi tatreed Isya,mehot h t he pro
defendant are solg9ghahm@ogllsdc hemipd t
the defendant arfer sealilminikaecEdd ,ommief
I ndi gersd itome | i ke.

63.Ther ef oprra, mavnf eahjee deftelpet @i nhaff
def emdmeant u fianagn dnn sdgil flf er e nits purna @uoncatb
accooufntsii myplreofduct s sol,dhebye kel pk

confusi on I s gdehca mandkghlkeet medi c al p
phar macastwelelt cas the general publ
|l V.There is no |l ikelihood of conf

OALCHEMO appgams source identifier
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64.1t i s contended on tbheeh adleffseonbd abntit
are ideyntthHeied generiaadot hpr ondu &t
appears only as a source i1 dentifie
65.The plaintiff has rebutted this
advertisements of the defendant é
| mpugned mavrALCHEMIHEMES being used
manner .

66.1 have perused t hoenlmane rviiade g sn c:
pl amend recor d. Clearly, t @ me ndiestl e |
promoti onshehampugreed mar k * ALCHEN

standal oneThhemninmpugned mar ks al so

product packaging and on online ad
67.1l nany evedief endanaf st huese mar Kk ‘
ALCHEML | FOoEnh i tpsa cpkraagsi unege | | as wiowm | d

amount to i nfsrubege memt (dedcamdn (&P
Trade Marks  hAce] ndPO&he ubeaddt n)

“ALCHENM'h eo nd e fpeancdkaamgti 'nsgy mat er i al I n
names Itikalye ciomfouseomind of cCus
Il ntel.ligence

68 .Ther eofnopreei fmacii etwhdee f ence t aken by
that the mark * ALCHEM’ is wused onl

CONCLUSI ON

69.1ln Iight of the discussipmi @m®é ofva

case of i nfringement as wel |l as
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‘ALKEM and of tAleCHEeM &@amaelaphonetaindal
visually awdnecsptuvebyVasimihant efgf
pr oproifettohre AMKEM'he pl ai nthpef f o suaé¢
prior adopt oALKEM' drh e mamhir ki n‘al anc
prodlUbkbéesplaintiff has placed on re

goodwi | | aind trreepumarnt k athAbKkdasthaga
Admittedl vy, the defendant shast end
registration in its favour. The de
year T2h0e0 6us e OofALiChHadbMhatrlke def endan
similar products 1 n | ndibao ncaa nfniodte b
70.Bal ance of convenience is 1 n f;
defendant . |l rreparabl e harm and I
plaintiff but also to the public a
sai d mar k, I ngoedp,ecwhiodh sama | igm t
having identical and overlapping

confusion and deception among the
average intelligencdtand iampeertftd et
that stricter approdgh clovansi tt €0 j e g
| i kel i hood of confusion bien weespd
phar maceut i pdleapé@adicltad Hea&alGahdi Ca
Phar maceu(R0@lyY 5 SCC 73

71.Consequeudetfleyn daditr, e citt@rsc ut neres ,
proprietors, as theecamed maye btes @
persons acti ng rbfedralrfen dr ed ir 0 ahihnseedl

manufacturing,adofefréarisngq gf,orpovaniod i i
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manndeeral i ngphan maneguneidd apr ma wmtd,e r t
trademALKHEMr any other oaclkpd avieh & |
marAL KEM

72.During the course of or al S ubmi
submitted that the plaintiff woul c
marAkLCHEMin respect of APIls for sa
plaintiff to the afor esaiindt enijamreante
woul d notr esgpgdlcytt hen def endant usi n
‘ALCHEIMA respect of manufacture and
provided the same i8 hotdiased for
73.Accor dailnlgltyhe af oresai d .applicat
74 Needless to state, any observa
purpose ofofadfhei adtoireersai d applic
bearing on the final outcome of th
CS(COMM) 1050/2018

75.Li st before th@®OeRembeér B&mM&h on

AMI T BANSAL
(JUDGE)

OCTOBER 2W®25

at
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